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DETAILED ACTION 



Notice to Applicant 

1. This action is responsive to Applicant's Response to Election/Restriction filed on 
September 12, 2005. 

2. Claims 16-30 are currently pending. Claims 16, 21, 22, 23, 29, and 30 are 
independent claims. 



Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



5. Claims 16-24, 26, 29, and 30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Iwai et al. ("Iwai"), U.S. Patent No. 5,175,681. 
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Regarding independent claim 16, Iwai discloses: 
An information processing apparatus for processing document data by 
communicating information (see Title and Abstract), comprising: 

first storage means for storing a transmission/reception record of a 
document transmitted to or received from Patent Office (see col. 3 lines 3-8 and 
col. 8, lines 38-63: A first memory constitutes a master file that is divided into a 
plurality of unit memory blocks one of which stores a transmission/reception 
record of an application received by the Patent Office (i.e., filing date, publication 
date, issue date, etc.); 

second storage means for storing document data of said document (see 
Fig. 1; col. 5, lines 1-29; col. 8, lines 32-63; col. 19, line 65 to col. 20, line 26; col. 
22, lines 55-61: The master file, case file, and document data file memory blocks 
all store document data of said document); 

acquisition means for acquiring an application number from the 
transmission/reception record stored in said first storage means or the document 
data stored in said second storage means (see col. 2, lines 47-67 et seq. and col. 
19 line, 42 to col. 20, line 20; col. 24, lines 64-67: An application number is 
acquired from the record stored in the master, case, or document data file by 
referring to a database table); 

a table storing data showing correspondence between an application 
number and an applicant; and extraction means for extracting document data of 
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a document stored in said second storage means and related to said application 
number by referring to said table using the application number obtained by said 
acquisition means as a key (see col. 3, lines 12-63; col. 19, line 43 to col. 20, line 
17; col. 25, line 60 to col. 26, line 22: The second memory comprises a rule table 
that controls the processing of applications throughout prosecution of the 
application that includes the correspondence between an application number and 
applicant found in the other memory blocks). 

Regarding claim 17, Iwai discloses holding means for holding the document 
data extracted by said extraction means in a holder for each applicant (see col. 19, line 
43 to col. 20, line 17). 

Regarding claim 18, Iwai discloses transmission means for transmitting the 
document data held in said holder to a corresponding applicant (see col. 24, lines 15-67 
et seq.). 

Regarding claim 19, Iwai discloses printing means for printing the document 
data held by said holder by applicant (see col. 26, lines 12-17). 
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Regarding claim 20, Iwai discloses wherein said data stored in said table 
indicates an applicant of an application corresponding to said application number (see 
col. 19, lines 43-60). 

Independent claims 21 and 22 incorporate substantially similar subject matter 
as claim 16, and are rejected along the same rationale. 

Regarding independent claim 23, Iwai discloses: 
An information processing apparatus for managing a document related to 
technical information (see Title and Abstract), comprising: 

determination means for determining a rule of a law relating to overseas 
transmission of said technical information (see col. 2, lines 54-63: The second 
memory defines rules of law for processing a patent application overseas); and 

control means for controlling overseas transmission of said document 
depending on a determination result by said determination means (see col. 2, 
lines 29-35: The data memory that stores the rules also controls the output of the 
technical information). 

Regarding claim 25, Iwai discloses wherein said determination means 
determines the rule based on a filing date of said patent application (see col. 2, lines 54- 
63: The second memory defines rules of law for processing a patent application 
overseas). 
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Regarding claim 26, Iwai discloses wherein said determination means 
determines the rule based on a flag stored in a server for managing said document (see 
col. 12, lines 44-64 and col. 16, lines 39 etseq.). 

Independent claims 29 and 30 incorporate substantially similar subject matter 
as claim 23, and are rejected along the same rationale. 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 24 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Iwai et al. ("Iwai"), U.S. Patent No. 5,175,681, in view of Lee, U.S. Patent No. 
7,016,851. 

Regarding claims 24 and 28, Iwai discloses an information processing 
apparatus for managing a document related to technical information as discussed in 
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independent claim 23 above, but does not explicitly disclose wherein said document is 
transmitted as electronic data through a network overseas. 

However, Lee discloses a patent application being transmitted overseas as 
electronic data through a network (see Abstract and col. 7, lines 54-67). 

Since both references are from the same field of endeavor, the motivational 
purpose of preparing intellectual property filings in accordance with jurisdiction specific 
requirements as disclosed by Lee would have been recognized in the pertinent art of 
Iwai. It would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to modify the teaching of Iwai with the teachings of Lee to include 
a patent application being transmitted overseas as electronic data through a network. 

8. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Iwai 
et al. ("Iwai"), U.S. Patent No. 5,175,681. 

Regarding claim 27, Iwai discloses wherein said determination means 
determines the rule based on a flag stored in a server for managing said document (see 
col. 12, lines 44-64 and col. 16, lines 39 etseq.), but does not explicitly discloses 
wherein said flag indicates whether or not a license has been acquired. 

However, it was commonly known to those of ordinary skill in the art and would 
have been obvious at the time the invention was made to a person having ordinary skill 
in the art to use a flag to indicate whether or not a license has been acquired for the 
motivational purpose of ensuring that permission has been granted to use the particular 
method and system. 
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Conclusion 



9. The prior art made of record on form PTO-892 and not relied upon is considered 
pertinent to applicants disclosure. Applicant is required under 37 C.F.R. § 1.111(c) to 
consider these references fully when responding to this action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul Nguyen-Ba whose telephone number is (571) 272- 
4094. The examiner can normally be reached on 1 1 am - 7 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon can be reached on (571) 272-4136. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



273-8300. 
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1/18/07 




